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In re Patent Application: Robert NEWSTEDER 
Serial Number: 09/989,202 
Filed: November 21 , 2001 

Title- DIRECTORY INFORMATION SYSTEM FOR 
PROVIDING TOLL-FREE NUMBERS 

Attorney Docket: 1031 77-41 81 9-US 

Customer No: 26345 



Art Unit: 2163 
Examiner: Uyen T. LE 
Confirmation No: 930& 



Mail Stop: No Fee Response 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

nFHLARATlON UN nER 37 CFR S 1 .131 

The undersigned, Robert J. Hess, declare that: 

1 . i am an attorney of record for US Serial No. 09/989,202 and have access 
to the corresponding patent application file folder kept at the offices of Gibbons, Del 
Deo, Dolan. Griffinger & Vecchione and to the associated electronic computer records 
that indicate creation and completion dates of documents that accompanied the patent 
application filing. 

2. Enclosed are true and accurate copies of letter correspondence dated 
November 15, 2001 and November 20, 2001 from the contents of tfi.» file folder 
corresponding to the present application that are maintained at the offices of Gibbons, 
Del Deo, Dolan, Griffinger & Vecchione, P.C. Also enclosed is a true, copy of a 
completed express mail label date stamped on November 19, 2001 that was likewise in 
the file folder and which contained the patent application. 
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Declaration dated May 31, 2005 

Reply to Office Action dated April 12, 2005 

3. Upon Inspection of the file folder, it is reasonable to surmise the following 
events occurred: 

(a) November 15, 2001: The inventor is faxed the patent 
application that was ultimately filed together with papers for the 
inventor to sign (e.g., Declaration). The inventor signs the papers 
the same day as indicated by the date on the declaration of record 
and mails them back to the attorney with the proposed patent 
application as instructed. 

(b) November 16, 2001: The signed application papers are likely 
in transit from the inventor via the US Postal Service for delivery to 
the attorney's office that is to prosecute the patent application. 
Based upon computer records that the undersigned reviewed that 
are maintained at the offices of Gibbons, Del Deo, Dolan, Griffinger 
& Vecchione, P.O., an information disclosure statement and 
transmittal forms are originated and saved this day in preparation 
for filing with the present application. The Capra et al. article 
publishes this day during a presentation given in Orlando, Florida at 
an ACM Conference (see website downloads indicating the Capra 
et al. publication date). 
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(C) 



(d) 



November 17-18, 2001: Weekend days. The attorney's office is 
closed. The signed application papers likely continue to be in 
transit from the inventor for delivery via the US Postal Service. 

November 19, 2001 : It was the usual practice of attorneys in 
the law office handling the prosecution of the present application to 
execute transmittals that accompany a patent application only after 
receiving and reviewing executed papers (e.g., the declaration) 
from the inventor. The transmittals that ultimately accompany the 
filing of the patent application are executed this day by the attorney 
responsible for handling the filing of the patent application. Thus, 
one may surmise that the executed patent application papers from 
the inventors arrived in the attorneys' office. According to the 
computer records reviewed by the undersigned that are maintained 
at the offices of Gibbons, Del Deo, Dolan, Grrffinger & Vecchione, 
P.C., the Information Disclosure Statement form PTO-1449 is 
completed this day. Also, there was an attempt 1o mail the 
application to the US Patent and Trademark Office via express 
mail, but such delivery was refused by the US Postal Service even 
though it had the proper postage and was properly addressed to 
the USPTO at the authorized 20231 zip code. However, the US 
Postal Service suspended express mall delivery service to the 
20231 zip code that day. The express mail package was 
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subsequently opened by the offices of the attorney who was 
prosecuting the patent application and its contents were filed 
through hand delivery instead. Ordinarily, a date stamped express 
mail label is sufficient to establish a patent application filing date of 
November 19, 2001. 

(e) November 20, 2001: The correspondence dated Ihis day is 
addressed to a law firm in Crystal City. Virginia and is sent via 
Federal Express, together with the patent application and signed 
papers and contains instructions to effect filing via hand delivery 
with the US Patent and Trademark Office. 

(f) November 21 ,2001: The patent application and signed 
papers are filed with the US Patent and Trademark Office via hand 
delivery. The patent application is accorded a filing date of this 
day. 

4. The above activities show an earlier conception of the invention (at least 
on November 15, 2001) before the publication of the Capra article on November 16. 
2001 and show due diligence each day, without interruption, as indicated previously in 
trying to file the patent application from November 15, 2001 through November 21. 
2001 . Under normal express mail delivery, a date stamped express mail label would be 
sufficient evidence according to USPTO rules then in effect for establishing a filing date 
for the patent application as early as November 19. 2001. Nevertheless, once such 
express mail delivery was refused due to suspension In deliveries, due diligence was 

_ a „ #99790 v3 
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Declaration dated May 31, 2005 

Reply to Office Action dated April 12, 2005 

maintained by forwarding the patent application the next day for filing by hand delivery 
to the USPTO. 

5. Based on the aforementioned activities, the Capra et al. article should be 
disqualified from being treated as prior art to the present application. 

6. I hereby declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to be true; 
and further, that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
18 U.S.C. §1001 and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 



Dated: May 31, 2005 





Robert J. Hess 
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TELEPHONE; (212)486-4000 
TELECOPIER: £12) 486-4007 
E-MAIL: cgpatBntt@cobtinflndgittes.com 

OF COUNSEL 

NATHANIEL D. KRAMER 



RV FEDERAL EXPRESS 
Mr. Terry Kramer 

DIGIPAT .... 
2001 Jefferson Davis Highway - Suite 1111 
Arlington. VA 22202 

Re' New Utility Patent Application 

DIRECTORY INFORMATION SYSTEM FOR 
PROVIDING TOLL FREE TELEPHONE NUMBERS 

nnr Rat: AlD- 3 2.01/4203 



Dear Terry: 

Enclosed is the above-referenced new utility patent application. Please Hand Deliver ft for 
filing at the United States Patent Office. 

Your assistance will be appreciated. /I 

Very trul/yours, 



Peter?. Cobrin 

PTC:gs 
Enclosures 

G:\Apps\WPDATAVMDVPawnt (4203)\Kramer-F8e.wfXl 
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OF COUNSEL 
NATHANIEL D. KRAMER 



November 15, 2001 



ttV FACSIMILE 

Mr. Robert Newsteder 
American Internet Development 
225 Meachem Avenue 
Elmont, NY 11033 

Re- Patent Application entitled; DIRECTORY ^^^^^^^!^^^^^ 
FO* PROVIDING TOLL FREE TELEPHONE NUMBERS 

^fWteNn.: ATn.V7..001/4203 

Dear Bob: 

Attached is the proposed patent application for the above-identified invention. Please 
w if it s Stisfactory please sign and date the declaration and assignment the 

p^eTaS we will file. If you have any changes, do not sxgn but call me. 
If you have any questions, please give me a call. 
I enclose our debit memo for your kind attention. 
Regards. 

Very trulyfypurs, 
Peter T. #c|ty 

PTC:gs 
Encs: 
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